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Washington, D.C. 2023 i 



Sir: 



In response to (he OfHce Action moiled W 21 ^onr . 

21, 2001, please consider the following remarks. 

The Examiner has rejected claim 26 under 1 "5 U S C 11^ f. .v. 
Appl«„(s r«pcctf„lly assert tha, such do« „o, „„d„ „ 

p»^e„. i„ ,1 '"'"""^ ^ 

A ' . V 1 ,,c quantity o( the pluting composition that l« 

1 CPOMM „„,„ ,h. suteTatc is talevan, ,„ ^ \ ^ 

«i infinite number of m„™.j- . . "'""='■'■""'• AppUcmts are nolclairaiiig 

amount of piatins is irrplev«nt ti , ■ P'ating or a large 

P ""^''""^^'evam. The claim encompctsses each of these case. ThJ.w 
the claim vague and indefinite. The claim addre^^^ • . 

an a,tirl. • ■ mtermcdiatc which is clearly defined as 

1 hccforc, . ,s ,.e«pcccruny requested that the rejection be withdrawn 
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Applicants acknowledge thai claims 5-6 and 8 have been indicated as allowable if rewritten in 
independent form including the limitations of the base claim. 

The iixaminer rejected claims 1-2, 4. 7, 9-21, 23 and 25-26 under 35 U.S.C. 103(a) over Rhoda 
el al. in view ofCiiang et af ; claim 3 under 35 U.S.C. 103(a) over Rhoda et al. and Chang et al. 
and further in view of JP 58204I6S; and claim 22 under 35 U.S.C. 103(a) over Rhoda et al. and 
Chang et al. and further in view of Ishihara et al. It is submitted that these grounds of rejection 
are not well taken. 



Referring to the rejection of claims 1-2, 4, 7, 9-21, 23 and 25-26 under 35 U.S.C. 103(a) over 
Rhoda ct al. in view of Chang et al., it is respectfully asserted that the rejection remains 
inappropriate, fhe invention provides a composition and process for electroless plating of a 
platinum-rhodium alloy onto substrates. The claimed composition comprises an a4ueous 
solution of a water soluble, platinum nitrite salt or platinum amine-nitritc salt; a water soluble 
rhodium nitrite salt or rhodium amine-nitritc salt; ammonium hydroxide as a complexing agent; 
and hydraziiie hydrate as a reducing a^ent. 1 he claimed plating process utilizing the claimed 
plating composition is autocalalytic and deposits high purity platinum-rhodium alloy coatings on 
substrates if virtually any material and of any geometrical shape. The composition of this 
aqueous solution is essentially free of sulfur, phosphorus, chlorine and non-volatile components 
that cause impure plating, allowing for improved appearance and properties of the plated alloy. 
Further, the process generates essentially no hazardous substances and the absence of non- 
volatile components avoids the accumulation of byproducts thai degrade the plating bath, 
allowing for virtually unlimited replenishment of the bath. Also, the composition of the plating 
bath allows metallic rhodium and platinum to be precipitated from the bath by boiling without 
undesirable contaminants, 



Rhoda et al. disclose a bath and process for non-electrolytic deposition of platinum and pUuinum 
alloys onto a substrate. The bath disclosed may comprise an aqueous solution of an alkaline 
platinum IV hydroxide, hydrazine and sodium or optionally ammonium hydroxide. A ihodium 
ssali, particularly ammonium rhodium ill chloride, rhodium 111 nitrate, diammonium sodium 
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rhodium III Chloride or ammonium rhodium m nilrite may be added to the bath to plate a 
platinum^rhodium alloy onto a substrate. Rhoda ei al. do not disclose either a water soluble, 
platinum nitrite salt or platinum amine-nitrite salt. With regard lo the dependent claims, the 
rhodium salts disclosed by Rhoda et al.. are very different than the rhodium salts disclosed by 
ApplicanLs. Applicants disclose rhodium salts of the formula M,(Rh(NH3),(N02)(6.,)](lsJ02), 
wherein ..^ 0 to 6. y>0, >.>0 and M comprLses an alkali metal or Nl-U" cation, the cation 
preferably comprising sodium, potassium or ammonium NH4*. Also disclosed is 
triaminet.ris(nitrit.o.N,N,N)rhodium(HI), or Rh(Nn3)3(NO,)3, and diammonium sodium 
hexanitrorhodate (III), or (NH,),Na[Rh(NO,)e]. The rhodium salts disclosed by Rhoda et al. are 
ammonium rhodium III chloride f(NH,),RhClo] rhodium III nitrate[Rh(M03)3], diammonium 
sodium rhodium III chloride [CNH,)2NaRhCI.] and ammonium rhodium 111 nitrite 

[(.Nll4)3Rh(N02)6]. 

Rhoda et al. do not disclose platinum salts within the scope ofthe invention, as admitted by the 
Examiner. The reference broadly discloses alkaline platinum IV hydroxide solutions, and only 
specilkally discloses sodium platinum IV hydroxide [Na,Pt(OH),J. These compounds arc not 
within the scope of water soluble platinum nitrite salts or platinum aminc-nitritc salts as 
disclosed by Applicants. Specifically, Applicants di,selose platinum nilrile .,ali.. or platinum 
amine-nitrite salts having the formula M,(Pt(NH.0,(NO2)„..,](NO2)v wherein x= 0 to 4. y>0, z>0 
and M compri.ses an alkal, meuil or NH, ' cation. The cation is preferably sodium, potassium or 
ammonium NH,". The preferred platinum compound disclosed is diaminebls(nitrito- 
N,N)plalinum (II), or Pt(NH3),(N0.)„ sometimes referred to as diaminedinitropiatinum. or P- 
sait. or diamineplatinum (II) nilrite; aLso existing as cis- and trans-isomers, both of which may be 
employed. None ofthe platinum compounds disclosed in the reference correspond to those 
specilically disclosed by Applicants, nor do they fall within the above fontiula. 

The Examiner has applied Chang et al, to show the use of platinum as a platinum nitrite or 
amine-nitrite salt. Chang et al. disclose an electroless plating bath for plating spark plug tips 
with platinum, wherein the bath comprises a solution of platinum diamine dinitrite, hydrazine 
hydrate and ammonium hydroxide. The Examiner has maintained that it would be obvious to 
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of the applied art. '•"""lesion ,s ,„»np™priatt i„ vi»„ 

no c„ch„„ ,„ =f a Pla.,„u. d„.,„e dm.trta, .here i. 

--».«.,e.p,.„,.,.,j:;::^^ 

™mbi„e,hch ,pla,i„™ divine di„i,ri,e with I r "° """^S^con ,o 

wiin itycira/ine hydrate and ammonium hvdroxiH.» t« r 

composition. Because one does .mn-n, u . pjcsently claimed 

-^,iu:J ::2:T ''"""^'"""^ 
ch... . .„„d ... " 7 - 

«hi3,„,„corr«.,a„d.rdo, pa,=«abih-.v '"^ .'"^""""'^ "'^'"-""^ 

no. o„e .k,„ed in ,he a„ would T""" - 

Pla«n.. sah fro„ Chang e a' ^ M °" ' ' 

.■-.eau,i,.e..„,,«i„„,l,„;*2;;-*'^---"™-^ 

»pe.i.„e,„a.,„„ .0 ; : t TT '^^'-^ - - eo„d„ 
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The c a,.cd p,a,i,„ .„„,p„,iu.„ „ ^^^^^^^^ ^^^^^.^ 

.za*.. subs,a„«3 ,„d ^= absence of „„„.v„,.,„ ^,,„,„„„ 

yprod«s de,^e ^e p,a.i„8 ba.h, allowing ftr vi«.aN, ™,™i.ed .plenish^en. of ,hc 
ba.h. and . e.senUally free „r.,lf.r, p„„spho™. chlorine and non-volatile co.p„„e„K ,H., 
cause ,„p„„ pw„,, ,no«;„, fo,. in,p„ved appearance and properties of piaud alloy 
Moreover, ,he c„„.p„.|,i„„ of .^e pla.ing b«,h .„„w, ^clhc rhodinn, „,d plaUnom ,o be 
prec,p.«w fro™ ,hc ptaing ba.h hy boiling „i^o« „„de.irable con..„i„an.s. The examiner 
.nd,ca.es u,a. if me applicant can provide a factual showing tha, the claimed platinum salt 
provides unexpected results- over o*e, p,a,i„„„, salts, then the rejection would be withdrawn 
Applicants suhntit that they have no obligation to provide any such showing until and unless the 
examiner provides a valid pri„,a_A;ie case of obvious„e«. „ is submitted , ^ 

lac^case o. obviousness has no, been made. The examiner has only show other, admittedly 
-iiffeient salt, .„d then l„p, ,„ conclusion .hat the substitution would be obvious A 
rejecon on this basis is improper. The issue is not whether one skilled in the art could make 
such a substitution in light of applicant's disclosure, but rather whether such a substitution is 
yiy the applied art. Such is absent. The prior art materials aie not analogs 

homologs or i.,on,ers and therefote the hypothetical substitution is unwarranted. There is'simply 
no suBsestioi, from the ar, that the Cb»g. « compounds could or should b= substituted into 
Rhodta, et al. l-or these r^sons, it is submitted that the claimed invention is would not be 
ubvious u, one skilled in the prior a,-, upon a reading of Rhod. et al. and Chang et al., and i, is 
requested that the rejection be withdrawn. 

Regarding to the rejection of claim 3 under 35 U.S.C. 103(a) over Rhoda et al. and Ch,„e « al 
and nirthe, in view of JP 582(M168, it is .gain respectfully assened that the rejection is 
inappropriate. Rbod. e. al. ond Ch,„g ct .1. have been discussed above and the arguments ate 
repeated here. JP 58204168 discloses an eleo.roless plating bath of Aodium and rhodium alloys 
The batn comprises a rhodium salt having the formula (RhCNH^WX,. wherein X i.s a halogen 
NO,, etc.. a hydi^ine reducer, an hydroxyl amine salt, and optionally a platinum sal, 
Applicants disclose a composition including a rhodium nitrite salt or Aodium ammine-nitritc sal, 
having the lormula M,rRh(NH,).(NO,),..,KN0* wherein x= 0 to 6, v>n. «.o „ compHses 
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comb,ne ,he r,W.s .0 achi.™ ,he «u„s c,ai,.,=d ,-nve„,i„n. The app.icd r.fe.„cc 
d no. .each or surges. c„.bi„i„g rt,„di„„, »al.. wi.h a water soluble p,a,i„„„ „i.,i,e »al, or 
Pla.,„un, a„,i„=.„,„-,e ,„ , ,„„,p„^„„„ ^^^^^^ Additionally 

.mdat to the disc„..i„„ above, it i. appa.„, ,,,, ,^ ^ ' 

«WW„fr„,.„,„*,„^ ,H.t one billed i„ ,„e art would n„, , obvious 'to ,<,™ 

an eiectroie. platin, e„mp„.iti„„ o,' the present invention based on a fading of the applied art 
Applicants disagree. Such i. an incorrect standard ofpatentability. Furtter, it is ..spectfull, 
» fitted that the Examiner is ™pl„,i„, a„ i„c„rrec. ,ega, standard for patentability, ^ belief 
bat one stalled in the a„ could for™ the claimed plating bath does not suggest that one .houW 
form such a nim to obtain the discKsed benef.ts. Ag.in, the exa„,i„cr i„<,i„tos th.t if the 
applicant can provide a factual showing that the claimed pla.inun, salt provides unexpected 
results over other pl.tinun, salts, then the rejection would be withdrawn. Applicants subn.it that 
they have no obligation to provide any such showing until and unlcs,, the examiner provides a 
vahd Kmaja^ case of obviousness. 1, is submitted that such a ,rimaM^e.se of obviousness 
has no, been made. The examiner has only .shown other, admittedly diflerent salts and then leaps 
<o the conclusion tba, the substitution would be obvious. A .jeaion on .his basis is improper 
1 he ,.ssue is no, whether one skilled in the art could „,*e such a sub«i,u,i„„ in ligh, of 
appMcanfs disclosure, bu, ra,her whcher such a sub,s.i,„,io„ is lairly ,he applied 

an. Such ,s absen,. The prior an ma,erials are no, analogs, homologs or isomers and therefore 
the hypothetical substitution is unwarranted. It is .herefo.. requested ,hat the rejection be 
withdrawn. 

The Exatniner has also repeated the rejection of claim 22 under 35 U.S.C. 1 03(a) over Rhoda et 
al. and Chang ct al. applied u, Clain. 1 1 above, and further in view of Ishihara ct al H is 
respectluiiy asserted that this ground of rejection is not well taken. Rhoda et al. and Chang et .1 
have been discu.vsed above, .shihara et al. disclo.es a conductive film circuit formed on an 
.nsulator substrate or semiconductor substrate whereby a metal or metal alloy, including a 
Plafnumshodium, alloy is deposited onto the substrate by coating or sputtering and then 
subsecuentlv etched. It is again respectfully .sub.i.ed that thLs .•el.rence i. not applicable to the 
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Ac d„Tc™c... between the chi,„e , ■ ■ 

I'-ixnce IS .uelevant to the patentability of (he invemion Th 

-yjud8,.e,„ o,c,bvio«„css be done wi,„ , hJs 1. """"" 

into «o». tbc ,cve, „f o..,, ^. «t 

must he an "'^ J-landard of patentability Thtre 

be an.™.,ve .,^.,„ ^„ 2 

cxam.ner cannot merely rce„g„i„ th. diffirences between the ,„ , d « , • 

----tbe«ete„ee.on.e.n,be..j:r^ 
-=on, ,t ,s requested tltat ,be .ejection be withdrawn. 

Should the e.xa,„i„er ,.ai„t.i„ the above rejections, Appltants call upon *e =.a,„l„er to „r 

a deciai-ation under 37 CFR I i (Ur ,^ • • examiner to provide 

'-.ro^nar..;.::: 

the di,Tere„ce. b.twee„ .he eL- .„d . T 

No matter how one applies or combines these refetencesthev do „„,, , , 

dectrolc. p,a,i„, bath ot the claimed invention to at^^^L "' -^^ 

HivMiLion ro aiuinecl the demonstrated benefit^^ Ii ic 
sub.,t,ed that the e,a,.i„er Is reconstractln, the in ,i«h. o.-.pp,iea„t. diae, 1 wLe 
Applicant, teachings arc needed to „„d the tnvention, the invention is not obv.o: Ap^l 

w .d,e the B.^iner. state.nen, ,h., aj„d^en, on obviousness ntust onl, depend „ 
knowledge which was within the level ot ordinarv skill , ■ 
— ..,.ndo,.,..r„„,.p,^^^^ 

-b.,t that one s.,„ed in the a. would no, have the necessa,, .„„„led,e to Hnd L present 
.nvent,„n obvious without .rst readin, .pp,iea„,s. disCosure, and that heBxa! ^ a Jt 

a detemtination ofobvlousncs which . detached r„n, ._,ed,e of.he J^l,., 
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mvention. Applicants rcspectluliy submit that there is no suggestion from any reference that one 
should con.bine the references in order to achieve the inventive composition having the described 
benefits. Moreover, when selective combination of prior art references is needed to make an 
invention seem obvious, there must be something in the art to s.see,, ,h„ particular combination 
other than hindsight gleaned from the invention itself, something to suggest the desirability of 
the combination. Uniroyul, l„c. v. Rudkin-Wiley Corp., 5 U.S.P.Q.Zd 1434, 1438 (CAFC 1988). 
Such a suggestion is absent in the cited references. For these reasons, and in light of the 
arguments above regarding Rhoda et al. and Chang et a!., it is requested that this rejection be 
withdrawn. 

The undersigned respectfully requ..,l.. re-.xamination of this application and bdieves it is now in 
condition for allowance. Such action i.s reque.sted. If the examiner believes there is any matter 
Which prevents allowance of the present application, it is requested that the undersigned be 
contacted to arrange for an interview which may expedite prosecution. 



Respectfully submitted, 




Rigfiart 
Reg. No. 27,941 
P.O. Box 484 

Princeton, New Jersey 08542 

(609)921-3500 

Date: September 20, 2001 

I^^X No 'o^^^ ''"^ '"""''^ "'"""'"^^ ^'^^ ^^^^^--'^ Office 

AX No- 703-j05^5408) on September 20, 2001 . 




Ricljdfd S. Roberts 
Reg. No. 27,941 
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